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ABSTRACT

The concept of “well-known trademarks” occupies a distinctive and evolving position within
Indian trademark jurisprudence, reflecting a gradual shift from traditional territorial principles
toward a more reputation-centric framework of protection.

In an increasingly globalized and digitally interconnected marketplace, trademarks no longer
operate merely as identifiers of source but as powerful embodiments of goodwill, consumer
trust, and brand value. Against this backdrop, the recognition and protection of well-known
trademarks have assumed critical importance in safeguarding both proprietors and consumers
from dilution, misappropriation, and unfair competition.

This research paper examines the legal recognition and protection of well-known trademarks
in India, with a particular focus on the statutory framework under the Trade Marks Act, 1999,
and the interpretative role played by Indian courts. It critically analyses the criteria for
determination of well-known status, including trans-border reputation, prior use, extent of
recognition, and likelihood of confusion, while also engaging with the discretionary powers of
the Registrar and judiciary in such determinations.! The paper further explores how Indian law
aligns with international obligations under instruments such as the TRIPS Agreement and the
Paris Convention, thereby situating domestic jurisprudence within a broader global context.?
In addition to doctrinal analysis, the study evaluates landmark judicial precedents that have

contributed to the expansion of protection afforded to well-known trademarks, including

! Trade Marks Act, 1999, §8 11(6)-11(9) (India).

2 Agreement on Trade-Related Aspects of Intellectual Property Rights art. 16, Apr. 15, 1994, Marrakesh
Agreement Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299; Paris Convention for the
Protection of Industrial Property art. 6bis, Mar. 20, 1883, as revised.
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recognition in the absence of actual use within India and protection across dissimilar goods and
services.? It also highlights contemporary challenges such as over-expansion of well-known
status, inconsistent application of criteria, and the tension between monopoly rights and market
competition.

Ultimately, the paper argues that while India has developed a robust legal framework for the
recognition and protection of well-known trademarks, certain ambiguities and enforcement
gaps persist. Addressing these concerns requires a balanced approach that preserves the
integrity of trademark law while preventing abuse of the well-known trademark doctrine. The
research aims to contribute to academic discourse by offering a comprehensive and critical
evaluation of the current legal regime and suggesting pathways for doctrinal clarity and policy

reform.

INTRODUCTION

Trademarks, traditionally understood as distinctive signs identifying the source of goods or
services, have undergone a profound transformation in their legal and commercial significance.
In contemporary markets, trademarks represent far more than mere identifiers; they encapsulate
brand identity, reputation, and consumer perception. Among the various categories of
trademarks, “well-known trademarks” stand at the apex of protection due to their widespread
recognition and the heightened risk of misuse they face.*

The notion of a well-known trademark challenges the classical principle of territoriality, which
historically confined trademark protection within national boundaries. With the advent of
globalization, cross-border trade, and digital communication, brands have acquired reputations
that transcend geographical limitations. Indian courts have responded to this reality by
increasingly acknowledging the doctrine of trans-border reputation, thereby extending
protection even in cases where the trademark has not been used extensively within the domestic
market. This evolution reflects a judicial willingness to adapt traditional legal principles to the
demands of modern commerce.

The statutory recognition of well-known trademarks in India is primarily governed by the Trade
Marks Act, 1999, particularly under Sections 2(1)(zg), 11(6), 11(7), and 11(9).° These

provisions lay down the framework for determining whether a trademark qualifies as “well-

% N.R. Dongre v. Whirlpool Corp., (1996) 5 S.C.C. 714 (India); Daimler Benz Aktiengesellschaft v. Hybo
Hindustan, 1994 PTC 287 (Del).

4 V.K. Ahuja, Law of Trademarks and Geographical Indications 189-210 (2d ed. 2017).

® Trade Marks Act, 1999, § 2(1)(zg), § 11 (India)
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known,” emphasizing factors such as the degree of recognition among the relevant public,
duration and extent of use, geographical reach, and enforcement history. Notably, the Act
departs from rigid formalism by allowing recognition based on reputation alone, even in the
absence of actual use in India, thereby aligning domestic law with international standards.
Judicial interpretation has played a pivotal role in shaping the contours of this legal framework.
Courts in India have consistently expanded the scope of protection afforded to well-known
trademarks, recognizing their vulnerability to dilution, tarnishment, and unfair exploitation.
Landmark decisions have affirmed that such trademarks deserve protection not only against
identical or similar goods but also across unrelated classes, thereby preventing unjust
enrichment and preserving brand distinctiveness.® At the same time, this expansion raises
important questions regarding the potential for overreach and the risk of granting excessive
monopoly rights to trademark owners.

Another significant development in the Indian context is the formal recognition mechanism
introduced by the Trade Marks Rules, 2017, which enables proprietors to apply for
determination of well-known status by the Registrar.” While this procedural innovation
enhances clarity and accessibility, it also introduces concerns regarding consistency,
transparency, and the evidentiary burden required to establish such status. The interplay
between administrative recognition and judicial declaration remains an area of ongoing debate
and legal development.

Furthermore, India’s approach to well-known trademarks cannot be examined in isolation from
its international commitments. As a signatory to the Paris Convention and the Agreement on
Trade-Related Aspects of Intellectual Property Rights (TRIPS), India is obligated to provide
enhanced protection to well-known marks, including protection against use in dissimilar goods
and services.®The incorporation of these principles into domestic law reflects a broader trend
toward harmonization of intellectual property standards, while also raising questions about
their adaptation to local economic and social realities.

This paper seeks to provide a comprehensive analysis of the legal recognition and protection
of well-known trademarks in India by addressing key questions such as: What criteria
determine the well-known status of a trademark? How have Indian courts interpreted and
expanded these criteria? What challenges arise in balancing trademark protection with market

competition? And to what extent does the Indian framework align with international standards?

® Tata Sons Ltd. v. Manoj Dodia, 2011 (46) PTC 244 (Del)
" Trade Marks Rules, 2017, r. 124 (India)
8 TRIPS Agreement, supra note 2, art. 16(2)—(3)
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By combining doctrinal analysis with critical evaluation, the study aims to highlight both the
strengths and limitations of the current legal regime. It also seeks to underscore the need for a
nuanced approach that ensures effective protection of well-known trademarks while preventing
misuse of the doctrine. In doing so, the paper contributes to a deeper understanding of the
evolving landscape of trademark law in India and its implications for businesses, consumers,

and policymakers alike.

UNDERSTANDING WELL-KNOWN TRADEMARKS

The concept of a “well-known trademark™ represents a significant departure from the
traditional foundations of trademark law, which historically emphasized territorial use and
registration as the primary bases for protection. In its classical formulation, trademark
protection was confined to marks used within a specific jurisdiction and in relation to particular
goods or services. However, the emergence of globally recognized brands and the expansion
of cross-border trade necessitated a rethinking of these rigid principles.

A well-known trademark is not merely a mark that enjoys popularity; rather, it is one that has
acquired a substantial degree of recognition among the relevant segment of the public such that
its use in relation to unrelated goods or services is likely to create an association with the
original proprietor.® This enhanced level of recognition distinguishes well-known trademarks
from ordinary registered marks and justifies the grant of broader protection, including
protection against dilution and unfair advantage.

The underlying rationale for affording special protection to well-known trademarks lies in the
dual objectives of trademark law: protection of consumer interests and preservation of the
proprietary rights of trademark owners. When a mark becomes widely known, it embodies not
only the source of goods but also a certain assurance of quality and reputation. Unauthorized
use of such a mark—even in unrelated markets—can mislead consumers and erode the
distinctiveness of the original mark.°

Another defining feature of well-known trademarks is their ability to transcend the doctrine of
specialty, which traditionally limited trademark protection to specific classes of goods or
services. In contrast, well-known trademarks are protected across dissimilar goods and

services, thereby preventing dilution of their distinctive character. This expanded protection

® Trade Marks Act, 1999, § 2(1)(zg) (India)
10V K. Ahuja, Law of Trademarks and Geographical Indications 190-195 (2d ed. 2017)
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recognizes that the value of such marks lies in their uniqueness and reputation, rather than
merely their association with particular products.

Furthermore, the concept incorporates the doctrine of trans-border reputation, which
acknowledges that a trademark may acquire recognition in a jurisdiction even without physical
presence or extensive use therein. In the digital age, advertising, media exposure, and online
platforms enable brands to establish a reputation that extends beyond national boundaries.
Consequently, courts have increasingly moved toward protecting such reputation, thereby
aligning trademark law with commercial realities.

Despite its advantages, the concept of well-known trademarks is not without controversy.
Critics argue that excessive expansion of this doctrine may lead to the creation of monopolistic
rights, allowing large corporations to dominate markets and stifle competition. The challenge,
therefore, lies in striking a balance between protecting genuine brand value and preventing

overreach.

DEVELOPMENT OF THE CONCEPT IN INDIA

The evolution of well-known trademark protection in India reflects a gradual but decisive shift
from strict territoriality to recognition of global reputation. Prior to the enactment of the Trade
Marks Act, 1999, Indian trademark law did not explicitly recognize the concept of well-known
trademarks. Protection was primarily based on use within India, and foreign marks faced
significant hurdles in securing legal recognition.

However, Indian courts began to adopt a progressive approach even in the absence of statutory
provisions. A landmark turning point came with the decision in N.R. Dongre v. Whirlpool
Corporation, where the Supreme Court recognized the trans-border reputation of the
“Whirlpool” mark despite its limited physical presence in India.!?The Court held that reputation
acquired through advertisements and global recognition could suffice to establish goodwill in
the Indian market.

This judicial trend was further reinforced in Milmet Oftho Industries v. Allergan Inc., where
the Supreme Court emphasized that priority in adoption and international reputation should be
considered even if the mark had not been used in India.’® The Court observed that in a
globalized economy, it would be inequitable to allow local entities to exploit the reputation of

foreign brands.

11 Paris Convention for the Protection of Industrial Property, art. 6bis, Mar. 20, 1883, as revised.
12 N.R. Dongre v. Whirlpool Corp., (1996) 5 S.C.C. 714 (India).
13 Milmet Oftho Indus. v. Allergan Inc., (2004) 12 S.C.C. 624 (India)
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Another significant decision, Daimler Benz Aktiengesellschaft v. Hybo Hindustan, underscored
the importance of protecting prestigious marks from dilution.’* The Delhi High Court
restrained the use of the mark “Benz” for undergarments, recognizing that certain marks
possess such a high degree of distinctiveness that their misuse in unrelated fields is inherently
damaging.

These judicial pronouncements laid the foundation for the statutory incorporation of well-
known trademarks in the Trade Marks Act, 1999. They also demonstrated the judiciary’s
proactive role in bridging the gap between traditional legal principles and evolving commercial
realities. Post-1999, Indian courts have continued to expand the scope of protection, often
relying on a combination of statutory provisions and equitable principles. The development of
jurisprudence in this area reflects a consistent effort to align domestic law with international

standards while addressing the unique challenges of the Indian market.

STATUTORY FRAMEWORK UNDER THE TRADE MARKS ACT,
1999

The Trade Marks Act, 1999 marks a significant milestone in the formal recognition and
protection of well-known trademarks in India. The Act introduces a comprehensive framework
that not only defines well-known trademarks but also prescribes the criteria and mechanisms
for their determination.

Section 2(1)(zg) of the Act defines a well-known trademark as a mark which has become so
well known to a substantial segment of the public that the use of such mark in relation to other
goods or services would likely be taken as indicating a connection with the proprietor. This
definition encapsulates the essence of reputation-based protection and emphasizes consumer
perception as a key determinant.

Section 11 of the Act elaborates on the relative grounds for refusal of registration and
incorporates specific provisions relating to well-known trademarks. Sub-sections (6) to (9)
outline the factors to be considered in determining whether a mark is well-known, including
the extent of knowledge or recognition among the public, duration and geographical area of
use, promotional efforts, and enforcement record. Notably, Section 11(9) clarifies that certain
factors—such as actual use in India or registration—are not mandatory for determining well-
known status. This provision reflects a clear departure from traditional requirements and

reinforces the importance of reputation over territorial presence.

14 Daimler Benz Aktiengesellschaft v. Hybo Hindustan, 1994 PTC 287 (Del)
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In addition to statutory provisions, the Trade Marks Rules, 2017 introduce a formal procedure
for recognition of well-known trademarks. Rule 124 allows proprietors to apply to the Registrar
for determination of well-known status, supported by evidence of reputation and recognition.
This procedural mechanism enhances transparency and provides an administrative route for
recognition, complementing judicial declarations.

The statutory framework thus represents a balanced approach, combining flexibility with
structured criteria. However, its effectiveness depends largely on consistent interpretation and

application by authorities.

JUDICIAL APPROACH AND PRACTICAL APPLICATION

The judiciary has played a crucial role in shaping the practical application of well-known
trademark protection in India. Courts have consistently adopted an expansive and purposive
interpretation of the law, recognizing the unique challenges posed by modern commerce.

One of the key contributions of the judiciary has been the recognition of dilution as a ground
for protection. Unlike traditional infringement, which requires likelihood of confusion, dilution
focuses on the weakening of a mark’s distinctiveness or reputation. Courts have acknowledged
that well-known trademarks are particularly vulnerable to such harm and have granted relief
even in cases involving dissimilar goods.*®

Another important aspect of judicial approach is the emphasis on trans-border reputation.
Indian courts have repeatedly held that reputation need not be confined within national
boundaries and can be established through advertisements, media presence, and global
recognition.'® This approach aligns with international standards and reflects the realities of a
globalized economy.

In practical terms, the recognition of well-known trademarks has significant implications for
businesses. It enables trademark owners to prevent unauthorized use across diverse sectors,
thereby safeguarding brand value. At the same time, it imposes a higher evidentiary burden on
applicants seeking such recognition, requiring comprehensive documentation of reputation and
goodwill. However, challenges persist in the practical application of this doctrine. The absence
of uniform standards for evaluation can lead to inconsistencies in decision-making.
Additionally, the growing number of marks recognized as well-known raises concerns about

over-expansion and potential misuse.

15 Tata Sons Ltd. v. Manoj Dodia, 2011 (46) PTC 244 (Del)
16 Milmet Oftho Indus. v. Allergan Inc., (2004) 12 S.C.C. 624 (India)
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Despite these challenges, the Indian legal framework has made substantial progress in
protecting well-known trademarks. The combined efforts of the legislature and judiciary have
created a robust system that balances the interests of trademark owners, consumers, and

competitors.

DOCTRINE OF DILUTION

The doctrine of dilution represents one of the most significant expansions in modern trademark
law, particularly in the context of well-known trademarks. Unlike traditional trademark
infringement, which is premised on the likelihood of confusion among consumers, dilution
operates on a broader plane. It seeks to protect the inherent distinctiveness and reputation of a
trademark from gradual erosion, even in situations where confusion is unlikely or entirely
absent. Dilution typically manifests in two principal forms: blurring and tarnishment.
Blurring occurs when the uniqueness of a well-known trademark is weakened due to its
association with dissimilar goods or services. Over time, repeated unauthorized use can
diminish the mark’s ability to serve as a singular identifier of origin. Tarnishment, on the other
hand, arises when a mark is linked to inferior or unsavory products or contexts, thereby harming
its reputation and goodwill.!’

In the Indian context, although the term “dilution” is not expressly codified in the Trade Marks
Act, 1999, its essence is embedded within the statutory framework, particularly under Section
29(4). This provision extends protection to registered trademarks against use in relation to
dissimilar goods or services, provided the mark has a reputation in India and such use takes
unfair advantage of or is detrimental to its distinctive character or repute. This marks a clear
departure from the traditional requirement of similarity in goods and underscores the special
status accorded to well-known trademarks.

Indian courts have played a crucial role in developing the doctrine of dilution through purposive
interpretation. In Tata Sons Ltd. v. Manoj Dodia, the Delhi High Court recognized that the
unauthorized use of the “TATA” mark, even in unrelated fields, could dilute its distinctiveness
and misappropriate its goodwill.'® The Court emphasized that certain marks enjoy such
widespread recognition that their protection must extend beyond conventional boundaries.
The doctrine of dilution thus serves as a powerful tool for safeguarding brand identity in an era

where the value of a trademark often lies in its symbolic and reputational significance.

173, Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 24:70 (5th ed. 2017).
18 Tata Sons Ltd. v. Manoj Dodia, 2011 (46) PTC 244 (Del).

Page | 11


http://www.ijlra.com/

www.ijlra.com
Volume 3 Issue 2 | May 2026 ISSN: 2582-6433

However, its application must be carefully calibrated to avoid overreach, as excessive reliance

on dilution can potentially stifle legitimate commercial expression and competition.

INTERNATIONAL INFLUENCE

The development of the legal framework governing well-known trademarks in India cannot be
fully understood without reference to international legal instruments and global trends. India’s
obligations under international agreements have played a pivotal role in shaping both statutory
provisions and judicial interpretation.

The Paris Convention for the Protection of Industrial Property introduced the foundational
concept of protecting well-known marks under Article 6bis, which requires member states to
refuse or cancel the registration of marks that constitute reproductions or imitations of well-
known trademarks.!® This provision marked an early recognition of the need to extend
protection beyond territorial use. Subsequently, the TRIPS Agreement significantly expanded
the scope of protection. Article 16(2) and 16(3) of TRIPS mandate protection of well-known
trademarks not only in respect of similar goods but also for dissimilar goods, provided that
such use indicates a connection with the proprietor and is likely to damage their interests.
29These provisions have had a direct influence on the drafting of the Trade Marks Act, 1999,
particularly Section 11 and Section 29(4).

Indian courts have consistently acknowledged these international obligations while interpreting
domestic law. The judiciary has often relied on TRIPS and the Paris Convention to justify
broader protection for well-known trademarks, thereby ensuring that Indian law remains
aligned with global standards. At the same time, the incorporation of international principles
into domestic law raises important questions regarding contextual adaptation. While global
harmonization promotes consistency and facilitates international trade, it is equally important
to ensure that such principles are applied in a manner that reflects the socio-economic realities
of the Indian market.

ISSUES AND CHALLENGES

Despite the significant progress made in recognizing and protecting well-known trademarks in

India, several challenges continue to hinder the effective functioning of this legal regime.

19 Paris Convention for the Protection of Industrial Property art. 6bis, Mar. 20, 1883, as revised.
20 TRIPS Agreement, supra note 2, art. 16(2)—(3).
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One of the primary concerns is the lack of uniformity in determining well-known status.
Although the Trade Marks Act and Rules provide indicative criteria, their application often
varies across cases. The absence of clear thresholds or standardized benchmarks can lead to
inconsistent outcomes, thereby undermining legal certainty. Another pressing issue is the over-
expansion of the well-known trademark category. As more marks are granted well-known
status, there is a risk that the concept may lose its exclusivity and become diluted in itself. This
raises concerns about the creation of disproportionate monopolies, where large corporations
are able to extend their rights across diverse sectors, potentially restricting market entry for
smaller players.

The evidentiary burden associated with establishing well-known status also presents practical
difficulties. Applicants are required to furnish extensive documentation relating to use,
promotion, recognition, and enforcement. While this ensures rigor, it may disadvantage smaller
entities that lack the resources to compile such evidence, even if their marks enjoy substantial
recognition.

Enforcement challenges further complicate the scenario. Despite favorable legal provisions,
the practical enforcement of rights remains time-consuming and resource-intensive. Delays in
adjudication and the cost of litigation can deter trademark owners from pursuing claims,
thereby weakening the deterrent effect of the law. Additionally, the rise of digital platforms
and e-commerce has introduced new dimensions to trademark misuse. Unauthorized use of
well-known marks in domain names, social media, and online marketplaces poses unique

challenges that existing legal frameworks are still adapting to address.

CRITICAL ANALYSIS

A critical examination of the Indian legal framework reveals a nuanced picture of progress and
limitations. On one hand, the recognition of well-known trademarks represents a forward-
looking approach that aligns with global standards and addresses the realities of modern
commerce. The judiciary’s proactive role has been instrumental in expanding the scope of
protection and ensuring that the law remains responsive to evolving challenges.

On the other hand, the broad and sometimes ambiguous nature of the criteria for determining
well-known status raises concerns about subjectivity and potential misuse. The absence of a
clear hierarchy or classification among well-known marks can lead to inconsistent application,
particularly in administrative proceedings.

Furthermore, the tension between trademark protection and competition policy warrants careful
consideration. While it is essential to protect the goodwill and reputation of established brands,
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it is equally important to prevent the creation of excessive barriers to market entry. The doctrine
of dilution, in particular, must be applied judiciously to avoid encroaching upon legitimate
commercial practices.

Another area requiring attention is the need for greater transparency and accountability in the
recognition process. The introduction of Rule 124 is a positive step, but its effectiveness
depends on consistent application and reasoned decision-making by the Registrar.

From a policy perspective, there is a need to strike a balance between protection and
proportionality. Strengthening procedural safeguards, clarifying evidentiary standards, and
promoting awareness among stakeholders can contribute to a more coherent and equitable

system.

CONCLUSION

The recognition and protection of well-known trademarks in India reflect a dynamic interplay
between statutory innovation, judicial interpretation, and international influence. Over the
years, the Indian legal system has evolved from a rigid, territorial framework to a more flexible
and reputation-oriented approach, capable of addressing the complexities of a globalized
economy.

The incorporation of well-known trademark protection under the Trade Marks Act, 1999,
coupled with the judiciary’s expansive interpretation, has created a robust legal regime that
safeguards the interests of trademark proprietors while protecting consumers from deception
and unfair practices. The acknowledgment of trans-border reputation and the application of the
doctrine of dilution demonstrate a progressive understanding of the changing nature of
trademarks.

However, this evolution is not without its challenges. Issues relating to inconsistent application,
over-expansion, and enforcement difficulties highlight the need for continued refinement of
the legal framework. Ensuring that the doctrine of well-known trademarks is applied in a
balanced and proportionate manner is essential to maintaining the integrity of trademark law.
In conclusion, while India has made significant strides in aligning its trademark regime with
international standards, there remains scope for improvement in terms of clarity, consistency,
and accessibility. A calibrated approach that harmonizes legal protection with competitive

fairness will be crucial in sustaining the effectiveness of the system in the years to come.
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